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DETAILED ACTION 



Election/Restrictions 

Applicant's election of Species I, Figures 5A-5C and 6A, in the reply filed on 
January 26, 2006 is acknowledged. Because applicant did not distinctly and specifically 
point out errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

The amendment filed with the election has been entered. Claims 13-15 are 
canceled. Claims 1-12 and 16-18 are pending and have been considered as being 
directed toward the elected species. 

Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 

Specification 

The term "of should be inserted between "pair" and "universal" in line 1 to make 

4 

the abstract clearer. 

Also, the title of the invention is presented in brackets "[...]" that suggest that this 
is not the true title of the invention but a proposed title. The brackets surrounding the 
title should be deleted for clarity. 



Application/Control Number: 10/708,782 Page 3 

Art Unit: 3618 

Claim Objections 

Claims 4-6, 10, 11, and 16 are objected to because of the following informalities: 
Claim 1 a pair of first side plates and a pair of second side plates, which indicates that 
there are a plural number of plates. However, each of claims 4-6, 10, and 1 1 refer to a 
singular plate rather than the plural plates that exist in the pair. As a result, the claims 
are not clear as to which of the plural plates is defined in each of claims 4-6, 1 0, and 1 1 . 
For the purposes of examination, the clams have been interpreted to define each 
respective plate of the pair such that plural plates are defined throughout the claims. 

Claim 16 requires the fasteners to be both rivets and screws. However, 
paragraph 0029, lines 16-21, of the specification suggests that these fasteners may be 
used as alternatives (rivets or screws) rather than being used together. For the 
purposes of examination, claim 16 has been interpreted such that rivets or screws may 
be used. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-12 and 16-18 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
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the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

Claim 1 defines "length-adjusting members" in lines 11-13. However, the 
disclosure indicates the members are merely plates fixed to the front and rear bases 
without any inherent length adjustment mechanism in any one plate. The invention 
does not include a mechanism by which length can be adjusted anywhere in the system 
(for example, the front and rear bases are not disclosed as being longitudinally 
adjustable). The claims have been interpreted as defining a pair of replaceable 
members, without any length-adjusting characteristic. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-12 and 16-18 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 recites the limitation "the rear section" in line 7. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 2 recites the limitation "the wheel axle hole" in line 5. There is insufficient 
antecedent basis for this limitation in the claim. Inserting the term "hole" after "an wheel 
axle" in line 4 would provide proper antecedent basis. 
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Claim 8 recites the limitation "each first plate" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. Inserting "side" between "first" and 
"plate" would provide proper antecedent basis. 

Claim 18 recites the limitation "the extension wheel assembly" in lines 1 and 2. 
There is insufficient antecedent basis for this limitation in the claim. Amending claim 18 
to depend from claim 2 would provide proper antecedent basis. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 4-6, 9, and 12 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Lin US 5,533,740. 

Lin discloses a universal in-line skating shoe comprising a front base 20 and a 
rear base 30. See Figures 1 and 3. The front base 20 has a pair of first side plates 22 
and a sole plate 21, wherein the first side plates 22 are connected to the sole plate 21 
and each side plate 22 has at least a wheel axle hole 220. See Figure 1 . The rear 
base 30 has a pair of second side plates 32 and a heel plate 31 , wherein the second 
side plates 32 are connected to the heel plate 31 and each second side plate 32 has at 
least a wheel axle hole 320. See Figure 1 . A shoe body has a front section fastened to 
the sole plate 21 and a rear section fastened to the heel plate 31. See column 2, lines 
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11-18. A plurality of wheel assemblies 50 is mounted on the front base 20 and the rear 
base 30 through the wheel axle holes 220 and 320. See Figures 1 and 3. A pair of 
replaceable members 1 1 is provided, wherein one end of each member 1 1 is connected 
to a first side plate 22 while the other end of the member is connected to a second side 
plate 32. See Figures 1 and 3. 

Each replaceable member 1 1 further comprises a front connecting section at the 
front portion of member 1 1 , a rear connecting section at the rear portion of member 1 1 , 
and a length extension section at the central section of member 1 1 . See Figure 1 . The 
front connecting section and the rear connecting section are linked through the length 
extension section, the front connecting section is connected to the first side plates 22 of 
the front base 20, and the rear connecting section is connected to the second side 
plates 32 of the rear base 30. See Figure 3. The front connecting section of each 
replaceable member 1 1 and the rear end of the corresponding first side plate 22 have a 
plurality of screw holes 12 and 22 respectively, such that the front connecting section 
and the first side plate can be connected using screws 51 . See Figure 3. The rear 
connecting section of each replaceable member 1 1 and the front end of the 
corresponding second side plate 32 have a plurality of screw holes 12 and 320 
respectively, such that the rear connecting section and the second side plate 32 can be 
connected using screws 51. See Figures 1 and 3. Also, each replaceable member 11 
comprises a plate with a rectangular cross-section. See Figure 1. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lin US 5,533,740 in view of Sanabria US 5,642,894. 

Lin does not disclose a pair of wheel extension plates with a wheel extension 
assembly. However, Sanabria teaches the desirability of providing a skate with a pair of 
wheel extension plates 38, 40. See Figure 3. The wheel extension plates of Sanabria 
are fastened to the front end of first side plates 19 and have an extension wheel 
assembly 26 mounted on a wheel axle hole of the wheel extension plates 38, 40. See 
Figure 7. Each wheel extension plate 38, 40 has a screw hole 48, 50 and the front end 
of each first side plate 19 has a screw hole (accommodating bolt 20d in Figure 1) such 
that the wheel extension plate and the front end of the side plate can be joined together 
using a screw 54. See column 4, lines 6-19. 

From the teachings of Sanabria, providing the skate of Lin with wheel extension 
plates and wheel extension assemblies would have been obvious to one of ordinary skill 
in the art at the time the invention was made. This would enhance the performance of 
the skate. Also, providing a plurality of screw holes with a plurality of screws on the 
wheel extension plates and first side plates represents an obvious duplication of part 
that would increase the reliability and strength of the connection. 
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Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lin US 5,533,740 in view of Chen US Des. 377,959. 

Lin does not disclose the claimed brake assembly. However, Chen teaches that 
providing a brake assembly on a skate is desirable. See Figure 1. The brake assembly 
of Chen comprises a braking base and a braking head fastened to the braking base, 
with the braking base having two side surfaces that are fastened to the front end of first 
side plates of a front base and with the braking head being capable of being dismantled 
from the braking base or replaced while the shoe body is still fastened to the front base. 
See Figure 1 . The two side surfaces of the braking base further comprise at least a 
screw hole and each fist side plate of the front base has a corresponding screw hole 
such that the braking base can be fastened to the front base through screws. See 
Figure 1. 

From the teachings of Chen, providing a brake assembly of the type defined in 
claims 7 and 8 on the skate of Lin would have been obvious to one of ordinary skill in 
the art at the time the invention was made. This would assist a skater in stopping the 
skate when desired. 

Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lin US 
5,533,740 in view of Salatino US 6,773,1 31 . 

Although Lin discloses that the shoe body is fastened to the sole plate and heel 
plate at holes 210 and 310 respectively, Lin does not disclose that rivets or screws are 
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the fasteners used. However, Salatino teaches the desirability of fastening a skate 
shoe body to a base with rivets or screws. See column 2, lines 5-10. From the 
teachings of Salatino, using rivets or screws to fasten the shoe body of Lin to the sole 
plate and heel plate would have been obvious to one of ordinary skill in the art at the 
time the invention was made. This would utilize fasteners that are effective in joining 
skate members and are widely available. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lin US 
5,533,740 in view of Lew US 5,503,466. 

Although each wheel assembly of Lin includes a wheel 50 and a wheel axle 51 
with the wheel 50 supported by the wheel axle 51, Lin does not disclose a bearing 
positioned within the central portion of the wheel. However, Lew teaches the desirability 
of positioning a bearing 99 within the central portion of a wheel. See column 12, lines 
21-32. From the teachings of Lew, positioning a bearing in the central portion of the 
wheel would have been obvious to one of ordinary skill in the art at the time the 
invention was made. This would help facilitate efficient rolling of the wheel. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lin US 
5,533,740 in view of Sanabria US 5,642,894 as applied to claim 2 above, and further in 
view of Lew US 5,503,466. 

Although the wheel extension assembly resulting from the combination of Lin and 
Sanabria includes a wheel and a wheel axle with the wheel supported by the wheel axle 
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(see Figures 2 and 3 of Sanabria), Lin and Sanabria do not disclose a bearing 
positioned within the central portion of the wheel. However, Lew teaches the desirability 
of positioning a bearing 99 within the central portion of a wheel. See column 12, lines 
21-32. From the teachings of Lew, positioning a bearing in the central portion of the 
wheel would have been obvious to one of ordinary skill in the art at the time the 
invention was made. This would help facilitate efficient rolling of the wheel. 

Conclusion 

* 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Yoshimoto, Yu, Conte, Chen, Borel et al., Caeran et al., 
Goodman, Lenoir, and Chou disclose skate arrangements. Martin teaches a wheel 
assembly with a bearing. Goldsmith et al. teach fastening the sole and heel plates of a 
skate with rivets and screws. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher Bottorff whose telephone number is (571) 
272-6692. The examiner can normally be reached on Mon.-Fri. 7:30 a.m. - 4:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Ellis can be reached on (571) 272-6914. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Christopher Bottorff 



